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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
12/17/2009 has been entered. 

Response to Arguments 

2. Applicant's arguments with respect to all claims have been considered but are 
moot in view of the new ground(s) of rejection. 

3. The applicant argues that the examiner has not addressed the limitation of "an 
outer annular portion and a central portion defining a compartment". The examiner 
disagrees. As stated in paragraph 6, page 3, of the final rejection, Tateno et al. disclose 
such a structure in figures 1 and 3, where an outer annular portion is clearly shown 
surrounding a central compartment as well as a central portion of fibrous tow material 
that defines the compartment, in contrast to figures 2 and 4 which contain no annular 
portion surrounding a central compartment. 
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Double Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 
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5. Claims 27 and 41-44 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 1 of copending 
Application No. 10/675937 in view of Jupe et al. (WO 02/069745 A1) and Tateno et al. 
(US 4,889,144). 

6. Application No. 1 0/675937 teaches the use of a tobacco end filter segment (first 
section of filter material) made of a fibers with a first weight per unit length and a mouth 
end filter segment (second longitudinally extending section) made of fibers with a 
second weight per unit length. The tobacco end filter segment as a greater particulate 
efficiency, less than 2.5 denier per filament, or between 1 .8 to 2.5 denier per filament, 
while the mouth end filter segment has lower particulate removal efficiency, greater than 
3.0 denier per filament, or between 3.0 and 10 denier per filament (see claims). 

Between the tobacco end and mouth end filter segments, the invention of 
10/675937 discloses a filter bed consisting of adsorbents and ion exchange resin, but 
does not disclose inclusion of a capsule. However, it would have been obvious to one 
of ordinary skill in the art at the time of invention to include a capsules containing 
flavoring, such as those disclosed by Tateno et al. (for the reasons presented by Jupe 
et al.), within the cavity as disclosed in 10/675937. Doing so would produce the air flow 
and draw characteristics unique to 10/675937 using the specified filter segments of 
various efficiencies, while providing flavor addition to counter off taste caused by the 
use of adsorbents (as taught by Jupe et al.). 
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Claim Rejections - 35 USC § 103 

7. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

8. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

9. 

10. Claims 27, 4, 8, 9, 13, 14, 20, 24-26, 33, 36-40, and 46 are rejected under 35 
U.S.C. 1 03(a) as being unpatentable over Jupe et al. (WO 02/069745 A1 ) in view of 
Tateno et al. (US 4,889,144) and applicant's admitted prior art. 

1 1 . Regarding claim 27, Jupe et al. disclose a multi-segment cigarette filter 
comprising a plug-space-plug arrangement consisting of a fibrous tow filter adjacent to 
the tobacco rod (figure 1, element 18) followed by an adsorbent bed (figure 1, element 
20), followed by a fibrous tow filter segment (fig. 1 , element 26) containing a flavor 
releasing component (figure 1, element 27). Jupe et al. disclose that the plug wraps 
and tipping paper may be used (page 9, paragraph 2), and it is conventional in the art 
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that the filter segment is first wrapped with a plug wrap and then connected with the 
tobacco rod using tipping paper. It would have been obvious to one of ordinary skill in 
the art at the time of invention that the filter of Jupe et al. would have been constructed 
with such a plug wrap and tipping paper. 

12. Although Jupe et al. disclose that the filter segment downstream from the 
adsorbent bed is made of tow and should contain a flavor bearing ribbon or thread, it 
would have been obvious to one of ordinary skill in the art at the time of invention that 
other flavor releasing filter segment could be used in place of the thread containing 
section. For instance, Tateno et al. disclose a flavor releasing cigarette filter segment 
consisting of an outer annular filter tow with an inner cavity containing ruptureable 
capsules between two inner fibrous plugs (see figures 1 and 3). It would have been 
obvious to one of ordinary skill in the art at the time of invention that the flavored filter 
segment of Tateno et al. could have been used in place of the flavored ribbon 
containing segment in the filter of Jupe et al. Doing so would have extended the storage 
life of the cigarette of Jupe et al. as flavors contained in capsules are generally more 
stable than flavors adsorbed on fibers (see discussion by Tateno et al., col. 1, 10-51). 

1 3. Tateno et al. disclose microcapsules composed of polysaccharide shells and a 
variety of flavor compounds but do not disclose capsules made of a gelatin outer shell 
and an interior composed of a flavoring agent and a triglyceride. However, the applicant 
states that capsules composed of an outer gelatin shell and a mixture of medium chain 
triglycerides and flavor agents are commercially available from Mane Aromatic Flavors, 
Nice, France (paragraphs 0073), including capsules containing menthol. It would have 
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been obvious to one of ordinary skill in the art at the time of invention to use 
commercially available encapsulated flavors in place of the encapsulated flavors in the 
invention of Tateno et al. because doing so would have reduced the capital and 
production costs associated with creating the encapsulated flavors of Tateno et al. and 
the results would have been predictable (i.e. the capsules would have broken and 
released flavor upon squeezing). 

14. Regarding claims 4 and 33, Jupe et al. disclose that the upsteam filter (proximal 

to the tobacco rod) is composed of cellulose acetate tow (page 7, paragraph 3). Tateno 

et al. do not expressly disclose that the outer and inner filter segments are composed of 

cellulose acetate, but do state: 

A filter tip for enclosing flavor-sealed particles according to the present 
invention may be prepared by arranging in parallel a certain amount of 
synthetic fibers such as polyacetate and polyester, or of natural fibers 
such as pulp and cotton, which are normally employed in conventional 
tobacco filters, and providing a space for enclosing the flavor-sealed 
particles therein, (col. 3, 6-19) 

1 5. It would have been obvious to one of ordinary skill in the art at the time of 
invention that it would have been obvious to use the same filter material as specified by 
Jupe et al. (cellulose acetate). Furthermore, it is notoriously well known in the art that 
plasticized cellulose acetate tow (with plasticizers such as triacetin) is used as the 
conventional filter material in the art. 

16. Regarding claims 8 and 9, Jupe et al. disclose that the multi-component filter is 
34 mm long (page 1 1 , paragraph 3). 

17. Regarding claims 13, 14, 36, 37, and 38, Jupe et al. disclose the adsorbent bed 
should contain 90-120 mg (page 11, paragraph 2) of activated carbon particles (i.e. 
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granules) with a mesh size from 10 to 70 are contained in the adsorbent bed (page 8, 
paragraphs 2 and 3). 

18. Regarding claims 20, 24, 25, 26, 39, and 46, Tateno et al. disclose spherical 
capsules (see figures) that have sizes between 1 .8 and 5 mm, and preferable 2.5 to 5 
mm in diameter (col. 2, 14-29). The capsules contain flavor materials such as, mint, 
cinnamon, menthol and vanilla (col. 2, 35-50). The examiner considers mint, cinnamon, 
and menthol as breath freshening agents (i.e. they are used in commonly sold breath 
fresheners) and menthol is also known commonly known as a cooling agent (i.e. 
creates a cooling sensation on the skin, throat, or other areas). The volatile flavors 
disclosed would inherently affect the composition of smoke produced by the filtered 
cigarette. 

19. Regarding claim 40, example 1 of Tateno et al. indicate that 1 .5 parts of L- 
menthol are added to 26.5 parts of other, non-water ingredients. This results in 
particles that contain about 5% L-menthol. Furthermore, should the examiner's 
calculations not be correct, it would have been obvious to change the amount of 
flavoring to obtain various amounts to flavor the cigarette smoke because it has been 
held that discovering an optimum value of a result effective variable involves only 
routine skill in the art. In re Boesch, 617 F.2d 272, 205 USPQ 215 (CCPA). 

20. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jupe et 
al. (WO 02/069745 A1), Tateno et al. (US 4,889,144), and applicant's admitted prior art 
as applied to claim 37 above, and further in view of Jones et al. (US 5,307,823). Jupe 
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et al. does not disclose the activity of the activated carbon to be used. However, it 
would have been obvious to one of ordinary skill in the art at the time of invention to use 
activated carbon with activities between 60 and 150. For instance, Jones et al. disclose 
that activated carbon to be used in a cigarette should have carbon tetrachloride 
activities between 20 and 150% (col. 2, 22-25). It would have been obvious that 
activated carbon would have been available with activities in this range an that higher 
activity carbon would have been advantageous as it would have the ability to remove 
more unwanted and unhealthy cigarette smoke components. 

21 . Claim 45 is rejected under 35 U.S.C. 103(a) as being unpatentable over Jupe et 
al. (WO 02/069745 A1 ) and Tateno et al. (US 4,889,144) as applied to claim 27 above, 
and further in view of Berger (US 4,046,063). Jupe et al. and Tateno et al. do not 
disclose crimping the filter element. Berger discloses a cigarette with a filter element 
that is an outer cylindrical shape and an inner filter member made from steam bonded 
cellulose acetate (see figure 1 below regarding shape, col. 6, 2-9 and col. 3, 34-53 
regarding steam bonding and cellulose acetate). The inner filter member has a cavity 
that has a cylindrical end and a conical end and on the other side of the conical end is a 
crimped structure in the shape of a cross. It would have been obvious to one of 
ordinary skill in the art at the time of invention to use the crimped structure of Berger, 
filled with the flavor capsules of Tateno et al. in the filter of Jupe et al. Berger provides 
motivation for inserting active ingredients within the crimped portion because, Berger 
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incorporates by reference US 3,533,416 (to Brooks and Berger), that contains 
adsorbents or smoke-modifying materials in a similar cavity to Berger. 



Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL J. FELTON whose telephone number is 
(571)272-4805. The examiner can normally be reached on Monday to Friday, 7:30 AM 
to 4:30 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Phillip C. Tucker can be reached on 571-272-1095. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Michael J Felton/ 
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Supervisory Patent Examiner, Art Unit 1791 



